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Disposition of Claims 

4) ^ Claim(s) 1-42 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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DETAILED ACTION 

1 . This Office Action is in response to the Response to Election/Restriction filed 
07/10/2009. Claims 1-42 are now pending. Claims 1-15 and 29-33 of Group I have been 
elected without traverse. 

Claim Objections 

2. Claims 8-10 are objected to because of the following informalities: Claims 8-10, 
line 2, "the thermoplastic elastomer" is suggested to be changed to -the thermoplastic 
elastomer (A)-. 

Appropriate correction is required. 

Claim Analysis 



3. Summary of Claim 1: 



A solvent dispersion of a composite resin, which comprises 




a solvent and 


a composite resin comprising 




a thermoplastic elastomer (A) and 


a polymer of copolymerizable monomers (B) comprising 

a monomer having an a,p-monoethylenically unsaturated group and 

other copolymerizable monomer(s), 


wherein the thermoplastic elastomer (A) is a propylene-based elastomer having 
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Mw/Mn <3(GPC), and 

the copolymerizable monomers (B) include at least one monomer containing no 
functional groups . 



Summary of Claim 7: 



The solvent dispersion of a composite resin according to claim 1 


wherein the thermoplastic elastomer (A) has 




an intrinsic viscosity [r\] of 0.1 to 12 dl/g as measured at 135°C in decalin, and is 




a propylene-based elastomer (I) which contains 

(a) 50 to 93 mol% of a unit derived from propylene, 

(b) 5 to 50 mol% of a unit derived from a-olefin, and 

(c) 2 to 40 mol% of a unit derived from ethylene, or 


a propylene-based elastomer (II) which contains 

(a) 50 to 95 mol% of a unit derived from propylene and 

(b) 5 to 50 mol% of a unit derived from a-olefin. 



Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

5. Claims 1-15 and 29-33 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Rosch etal. (US 6,191,210 B1). 
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The present claims are drawn to product-by-process claims. The caselaw has held that 
"[E]ven though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." 
In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 



Rosch et al. disclose an aqueous coating material, comprising at least one water 
dilutable binder resulting from the free-radical polymerization of (A) from 20 to 90 
wt% of a mixture of monomers comprising (a1 ) from 3 to 50% by weight of a first 
monomer selected from the group consisting of acrylic acid, methacrvlic acid and 
mixtures thereof , and (a2) from 50 to 97% by weight of an ethylenicallv unsaturated 
second monomer which is different from said first monomer (a1 ) or a mixture of such 
ethylenically unsaturated monomers in the presence of (B) from 9.9 to 79.9 wt% of a 
halogen-free copolymer composed of (b1) from 1 to 99 wt% of propylene : (b2) from 1 
to 99 wt% of at least one olefin which is copolymerizable with (b1 ) and which contains 
per molecule from five to twenty carbon atoms, with the exception of isoprene, and (b3) 
from 0 to 50 wt% of a member of the group consisting of ethylene, butvlene, and 
mixtures thereof, and (C) from 0.1 to 10 wt% of a free-radical initiator or a mixture of 
free-radical initiators, and, after neutralization of at least 20% of the carboxyl groups 
which are present in the resulting polymerization product, dispersing the 
polymerization product in water, wherein the sum of the percentages by weight of 
components (A), (B), and (C) and of (al) and (a2) and (bl), (b2) and (b3) is, in each case, 100 
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wt%, wherein the mixture of monomers (al) and (a2) is selected such that polymerization of the 
mixture of monomers (al) and (a2) alone gives a polymer which has a glass transition 
temperature of from 0 to 150°C (claim 1 ). It is also noted that the molecular weight 
distribution for the high-conversion free radical polymerization is in the range of 2-5. 
Thus, the present claims are anticipated by the disclosure of Rosch et al. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ling-Siu Choi whose telephone number is 571-272- 
1098. The examiner can normally be reached on Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



/Ling-Siu Choi/ 

Primary Examiner, Art Unit 1796 
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